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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 1 1 -3-06 have been fully considered but they are not 
persuasive. Applicant argues that Kurauchi et al. does not teach bonding together by 
heat with a temperature greater than 145 degrees C instead teaches a lower 
temperature therefore Kurauchi et al. does not teach the claimed separator. The 
examiner disagrees because even though Kurauchi et al. teaches a lower temperature 
range, Kurauchi et al. teaches the same multi-layered microporous separator film and 
that the determination of patentability is based upon the product itself not upon the 
method of its production. In re Thrope 227 USPQ 964; In re Brown 173 USPQ 685; In 
re Bridgeford 149 USPQ 55; In re Wertheim 191 USPQ 90. Any difference imparted by 
the product by process limitations would have been obvious to one having ordinary skill 
in the art at the time the invention was made because where the Examiner has found a 
substantially similar product as in the applied prior art, the burden of proof is shifted to 
the Applicants to establish that their product is patentably distinct. In re Brown 173 
USPQ 685 and In re Fessmann 180 USPQ 324. 

2. Applicant's arguments with respect to claims 1-5 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Election/Restrictions 

3. Applicant's election without traverse of Group I, claims 1-5 in the reply filed on 
6-23-06 is acknowledged. 

Claims 6-31 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 6-23-06. 

Claim Rejections - 35 USC § 102 
Claim Rejections - 35 USC § 103 

4. Claims 1-4 are rejected under 35 U.S.C 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kurauchi et al. (5,691,047). 

Kurauchi et al. teaches in column 6, lines 61-65, that the porous multi-layer film 
has a three-layered structure having polypropylene layer-polyethylene layer- 
polypropylene layer. Kurauchi et al. teaches in column 7, lines 19-25, that the peel 
strength is not less than 3 g/1 5 mm, generally in the range of 3 to 60 g/1 5 mm 
[0.2-4 g/mm][claim peel strength 1.6 g/mm] and a thickness of 20-60 urn [claim less 
than 25 urn or less than or equal to 20 um]. Kurauchi et al. teaches in column 6, 
lines 42-65, that the polypropylene film(s) and polyethylene film can be preferably united 
by pressing laminated films with heating. The polypropylene film and polyethylene film 
preferably has a thickness in the range of 5-20 um and an appropriate thickness can be 
chosen from the viewpoints of the desired thickness of the porous multi-layer film 
obtained by the stretching procedure and the desired use of the porous film. 
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In the event any differences can be shown for the product of the product by 
process claim 1 , as opposed to the product taught by Kurauchi et al., such differences 
would have been obvious to one of ordinary skill in the art as a routine modification of 
the product in the absence of a showing of unexpected results. In re Thrope 227 
USPQ 964; (Fed. Cir. 1985). 

With respect to the product by process claim 1 , the determination of patentability 
is based upon the product itself not upon the method of its production. In re Thrope 227 
USPQ 964; In re Brown 173 USPQ 685; In re Bridgeford 149 USPQ 55; In re Wertheim 
191 USPQ 90. Any difference imparted by the product by process limitations would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made because where the Examiner has found a substantially similar product as in the 
applied prior art, the burden of proof is shifted to the Applicants to establish that their 
product is patentably distinct. In re Brown 173 USPQ 685 and In re Fessmann 180 
USPQ 324. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurauchi 
etal. (5,691,047). 

Kurauchi et al. teaches in column 6, lines 61-65, that the porous multi-layer film 
has a three-layered structure having polypropylene layer-polyethylene layer- 
polypropylene layer. Kurauchi et al. teaches in column 7, lines 19-25, that the peel 
strength is generally in the range of 3 to 60 g/15 mm [0.2-4 g/mm] and a thickness of 
20-60 urn. Kurauchi et al. teaches in column 6, lines 42-65, that the polypropylene film 
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and polyethylene film preferably has a thickness in the range of 5-20 urn and an 
appropriate thickness can be chosen from the viewpoints of the desired thickness of the 
porous multi-layer film obtained by the stretching procedure and the desired use of the 
porous film. The polypropylene film(s) and polyethylene film can be preferably united by 
pressing laminated films with heating. 

Kurauchi et al. teaches the claimed invention as explained above except does 
not teach specifically that the thickness of the multi-layered film has a thickness of less 
than or equal to 15 urn but does specify that each film can have a thickness as low as 5 
urn and that an appropriate thickness can be chosen from the viewpoints of the desired 
thickness of the porous multi-layer film obtained by the stretching procedure and the 
desired use of the porous film. Therefore, it would be within the skill of the ordinary 
person depending on the efficiency and cost requirements to adjust each of the 
polypropylene and polyethylene layers to each have a thickness of 5 urn therefore 
creating a tri-layered film having a thickness of 15um. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use polypropylene and polyethylene layers each having a 
thickness of 5 urn therefore creating a tri-layered film having a thickness of 15um, since 
it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE . 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura S. Weiner whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57^-272-1000. 




laura S weiner 
Primary Examiner 
Art Unit 1745 



December 1 3, 2006 



